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Sir: 



As required under § 4L41(aKl) arid/or § 4i.43(^)i; tMs brief is being timely filed^thin 
two months frorii the August 2. 2007, mailing date of the Examiner's Answer^ aad is in; 
fiirtherance of the present Appeal, 
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I. STATIJS OF CLAIMS 

Glaiins 1, 2, 4, 6, 7, 9 and 11-16 are cuzrently p^ding. Cl^uns 3, 5^ 8 and 10 are 
cancelled. No plaint ace vyith<|rawn fiom LCOnsidenMon as; being drawn to a non^filected 
invention. No claiiiis are allowed. Claiins 1, 2, 4, 6, .7, 9 and 1 W6ivstand rsjected under JS 
U:S.C. § 103(a) as being unpatentable over Wu^ U.S. Patent NO; 5i9d8i358 jChereinafter "Wu''), 
in view of Iwami :et al., JP 200^^078824 (bereniafter, '^Iwaini et al."). Claims 1, 2, 4^ 6, 7, 9jand 
1 1-16 are on appeal. Claims 1, 6: and 13 are iadependent <^Md^ 
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II. STATUS OF AMEI«)MENTS 

Regarding seetion (4) of. the Bcaminer's, Answor, the &caifimer has agreed mih 
Appellant' s previous "Stadis of Amendments;'' as^dbown in the Appeal Brief filed April 30, 2007. 
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m. GKO WDS QF R£Ji:CTION TO Bl REYIE^D ON APPEAK, 

As to the; grQunds of Tejection on ;^peal,.: the Examiner' s Answer, sectipn (6) is in 
agreement with-the previously iiled. Appeal Brief. 

The sole ground of rejection to be reviewed on appeal is Whether claims 1, 2, 4,; 6, 7, 9 
and 1 1-16 are patedtaible under 35 U.Si^ § 103(a) over th^ combined disclosure of Wu and 
Iwami et al. 
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IV.. ARGUMENT 

the main issue to be revi^w^ in thecpresoit: appeal is the:re| 1^ % 4^ 6, 7, 

9:and 1 1-16 under 35 U.$.D. § 10'3(a) as: beini^ unpatent^lis over: Wu. in view of Iwa^ 

In response to the Appeal Brief, the Examiner has issued an Examiner's Answer 
("Answer") on Aiigust 2, 2007. TWs Repjy Brief addresses Ihig Exammer's c^ntdntians and 
statements from the.Ansjver. 

In se^on (9) of the Ans>ye^ the £>uuniner literaliy iiepeats the re^ Final 
Office Action of September 28, 20^6, pages 2-3. Also in the Answer, the Examiner provides 
new comments in section (10) at pages 5-8; In the: Examiner's Answer, the Examiner appears to 
surnmarize the previous position by Appellarits. However, Appellant' s po^sitijpn has b^h 
oversimplified. Further, the Exanmer has failed to address all of Appellant's surguments, Tlie 
following points are made in rebuttaj of the Examingr\s Answer. 

/. The Examiner has again failed to, perform a pmper obviousness analysis 

Graham % John Deere, 3S3 U.S. 1, 17^ l# U.Si>.Q. 459, 467 (1966) has provided the 
controlling framework for ami obviousness anal^fsis^^^ A proper^ariaysis § j 03(a). 

requires consideration of the four Graham factors of: (1) determining the scope and content of 
the prior art; (2)ascerfdning idhe differed are at issue;: 

(3) resolving the level of ordinary skill m the pertinent a^^^ and (4) evaluatmg any evidence of 
secondary considerations (e.g., commercial success; unexpected (See^ Graham, v. John. 
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Deercy 383 y;S; at, 17, 148 UvS.P.Q. .ai 467). Ihe, Graham factor of swondaiy ppxisMemtions 
has been addressed in . the ^i^^ 

At page 6: of the Ex£madner> Answer, the Exam that the cited references 

disclose ail of the limitations of the rgected clai^^ M the ''ratio (tf the stif&ess to the 
hardness of the cover matenal.'- To address this deficiency in the' prior art disclosure,, the 
Examiner does not cite any other prior aft. Bather, the Bcaminer attempts to: a^ this lackvpf 
disclosure in Wu by stating that one of skill in the art^ guess at the proper ratio and 

obtain the presently claimed invention, Such ^is not;a proper analysis of obviousness :and does 
not provide sufficient motivation for acihi^ving the unexpected results of the presently claimed 
invention. 

The Examiner has therefore hot detenhih^ tile J in the art^ has hot MS^uately 

defined the limitations disclosed in the cited prior art and the defects thereof; nor properly 
considered the relevant secohdary factors, as reflected in AppeUanfs objective evidm 
obviousness. 

Appellants further refe^ In^re pim 837:F.2d 1071, 5 U.S.P>Q;2d 1596 QFed. Cir. 198S) 
to assert that the teaching, suggestion or motivation cannot^ be found in either the prior art 
references cited or in the- knowledge: generally available to one of ordinary skill in the aft. 
Appellant has addressed this by showing that the cited references fail to provide the proper 
teaching, suggestion or m^>tiyation. The Supreme Court of the United Stetes has, recentiy held 
that the teaching, suggestion^ mptiyation les^ valid test fot bbviousness, but one which cannot 
be too rigidly apRlied. {See KSR Jnternatioml Co, v Teleflex /nc.. No. (M- 1350, slip op. at il 
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(U.S. April 30j 2007))., It feAiajms ne<»ssa^ for tihe Eyaanamet to vidjentify the ceasQii why a 
person of ordinary skill in the; art would have combined tiie prior art elements: in' ihe maimer 
claimed. None of this analysis is present in the Bxamine^^ That is^ wMleithe Ekan^ 

States that one of skill in the ait coidi^ arrive at limitations of a goif ball cover 

that might ;fair within thejpreseiitly claimed invention's Umitatipnis, thei Examiner has failed io 
explain how or why one of skill in the art would have particularly :e^ 
having the specified properties of the presently claimed golf ball covers. The motivation to 
arrive at these sqpecific linptatiQns ca^ be found eitiier in the discliQsure lof Wu or Iwami et al. 
nor in. the knowledge of one of ordmary skiit m the/ar^ as expliained in Appella^^^ Brief 
and as further emphasized in the following points. 

2 The Examiner has failed to address arid/or properly weigh Appellant [s objective evidence 

Apjpeliants have submitted objective evidence of non-pbyipusness which is 
cdminerisurate in scope with the presently claimed" ^^m^ compares the closest related 

prior art to the presently claimed invention. Yet, this objective e\ddence of non-obviousness has: 
not been considered or commented upon in the Exa This is fiiither evidrace that 

the Examiner has iiot properly performed a Gr^i/idmvfactor lanalysis. 

Had the Exanuner considered Appellant*s objective evidence of non-obviousness, the 
Examiner would have weigjbied this ev^ along with the other factors oii!b& Graham factor 
analysis. The Examiner would then have properly found that AppeUmt's pbjectiye: e^^ of 
non:robvipusness as reflected in the une?xpected results obtained by the; presently claimed 
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invention outweigh the pther Actors cited by the Examiner in support of a findiiig of 
obviousness. 

Significantly, Appellant has explaini^ that he has discovered, an unexpected relationship 
between the stilSiess modulus and hardness properties.df the golf ball cover. Evidence :of the 
unexpectedly advantageous properties exhibited by gblf M^ ihventibn is leflected 

in the coniparatiye tests results s^^^ Tables 2-4 at .p^fg^ 22^26 of the present , specification^^ 
The Appellant has disclosed rhany compaiativ^ examples and many test t^xamples to ^clearly 
show the unexpected results aclueyed by the presently claimed invention. Appellants have even 
included a visual diagram comparing the presently claimed invention, as defined by the claims^ 
with the closest prior art, at page 29 of the Appeal Brief 

Appellant has perform^ contirblled e^peiicnents wherein thel golf balls of the presently 
claimed invention were tested for their controllability,, run, shot feel, and abrasion resistance. 
These tests are generally accepted throughout the field of the itiventipn. 

Ilie Examiner has nd^^ pf these data in the Exan^ 

The Examiner*s Answer; does npt comment on tiicsc.data, the numbcrS:provided, and Appellant?s 
detailed analysis thereof. ThuSj, it is believed ^latApp^jll^^ of Wu is 

not able to.be rebutted by the Examiner. The. Examiner has therefore failed to properly weight 
this factor against a findiiSg of obviousness. The Examiner's imsuppprted conje^^ must be 
weighed against Apjpellant's empiricdl data, including Appellant's arguments highlighting the 
flaws in the disclosure of Wu; 
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Thus, Appellant 1ms /proy the Examine^^ through pbjectiye data, that the golf ball 
cover of the: presently claimed inyentipn achieves unexpectedly superior results. These /test 
results clearly demonstrate the superiority of the; golf ballh^of the present inveiitiori, aS explained 
in pages 27-34 of the Appejil Brief These data and. assertions have not been rebutted by the 
Examiner and thus inust be weighed, in favor of a finding^ p^^ 

i. The Examiner has greatly oy arguments concerning Wu 

Concerning the inadequate disclosure: of Wii, ^ft^ Examin^*s Answer, at page 6,; states 

simply that "Wu does not teach the instant inyention because the stif&iess range is broader than 

the range ^claihied by the applicant/' This is an oversimplification of Appellant's many 

arguments pointing out multiple problems with t^^ ref^etices. 

Gohtraiy to tbe Examine^^ siimmaiy of AppeU^^^ arguments^ Appellant essentially 

argues that the cited references fail to either disclose or even suggest the advantageous 

relationship between Shore D and stiffiiess: modulus which is recited in the? claims as, ^^e 

stifiEhess modulus and shore t) hardness of the cover material satisfy the following cquatioiu 2^0 

< A/B< 5.0, 40 < B < 55,^' Tlius, the golf bail cover of the prese^^^^ 

hardness (B) of 40 to 55 and a ratio of the $ti!f&ess: mPdul\isv(A) to the:Ahiardhes5 (B), that is,. 

(A/B), which falls within the range of 2^0 to 5.0, and Which provides tii^^ pf the present 

invention vnth an im:proved abrasion r^^^ 

and bal^cing controllability. {See, for instance,/^Recific^^ Table 2 /and page ^ line 25 to 
page 3, line 17). 
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Furthermore^ it is not: eveii^ pdssiible to accui^ly cdculate tbe irecited values 6f thie 
claimed variables based on the disclosures of the cited references since Wu fails to disclose imy 
stiffiiess modulus. As already cormnented w>uld tein^ to (ferine a 

stiifiiess modulus for impmying^ 1^ a)i^UalnH^^ Bven if jthis value could be derived^:fix)^ 
Ypung-s modulus^ it is clear that the relationship between the sti&ess modulus and ^t^^^ 
hardness could not be derived even if both references were considered in cbmbination; The 
Examiner's Answer to tWs missing disclosure is to simply state that the ha^ '*m6;st 
likely" be within the raiige of stiffiiess disclosed Wu. Such is not tiie proper stmdaid fpir a 
detemiination of a prima facie ia^ie of obviousness, The Exanuner is reading more, into the 
reference than is actually disclosed and is being guided by the knowledge disclosed in 
Appellant's own specification to make these assumptions^ 

The Examiner's Answer, improperly and imfair^ Appellant!s arguments and 

comments to a single^ over-simplified, sentence allegiiig that Appellmt's ihventi indthing 
more than a claini that recites a rahg0 of stifGaess which is more hahx)w flian tMt disclosed by 
the cited references. In fact. Appellant's arguments highlight many flaws ijn the Examiner's 
interpretation of the disclosure of Wu and show that one of skill in the art could not possibly 
have arrived at the presen% clainied : invention 

combined with the disclosure of Iwami et al. The disclosure of Iwami/et al. fails to cure these 
fatal defects in the disclosure of Wu because Iwami et al, is^nbt ^dted by the Ex]^^ show- 
the critical correlation between the variables recited in the present claims which yield the 
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unexpected properti<^ of tjhe presently clalmecl ihventipn. IHie. Exaimner has failed; to account 
for this deficiency and has failed to address Appellant's detiuled anal and arguments. 

That is, the Exaixnner's Answer falls $hort of expla^ning^the nussing limitations of Wu, as 
is emphasized by Appellant's detailed explaniactioiis of the differences befwec^n the golf ball cover 
disclosed by the cx>mbinatibn of Wii and Iwpmi et al. and the pri^ently ckim^ jgplf ball cover. 
For instance, the Examiner has refOT to a Young* s modulus of 5;OO0 to 100,000 psi (34,5 MPa 
according to the Exanuner) and a Shore p:hardnesis^;of^ 58 in.Wu, a;id argues that a m^ 
of at least 102 to 1 16 NfPa would satis^^ a ratip of the^modulus to the haidness of 2 or more, 
Wu's own disclosure shows that die balls disclosed in Wu fail to perform as wdl as^^ t^^ 
claimed invention. 

Even if the Young's modulus be ai)plied to a^olf 

ball cover as presently claimed, the piexpeeted and teniae of the prcsently claimed 

invention would hot be acUeyed unlesi$ ffie coyer were msuie to have a Shore D hardness of 40 tp 
55 and iinless the radp of fte stiffness were vm?de to b^ 

the range of 2,0 to 5.0, However^ Wu and gven lwami et al,, faiLto recpgnize this limitation or 
the importance thereof as related to the ; uneT^ected tihie presently xlaimed 

invention. 

Overall, the Examiner's Answer focuses on repeating the 6id;istanding rejections ins^ 
of addressing specific arguments of repoird as presented by the Appellant in Appella^^ 
Brief. Appellant has j^ubmilted lengti^y discussions of the individual refercn(^ include 
many fatal omissions) with yaripus.reaspns:as to why the appealed rejectiQns;a^^^^^^ 
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Appellant is awaie. that the stanc^^ for bbyiousness has i:ecently changed, wherein |he 
teaching, suggestion, motiyation test is a valid test for obviQusnes5 l>ut one \^ be too 

rigidly ^plied. See KSB, Mernatiaml v Teteflei Inc., 82 USPQ2d 1385^ 1395 (U.S. 2007). 
Thus, case law cited in tiie Appeal Brief may have beeii overturned due to the Supreme Goiirt 
decision (see, e.g., the referenee tb Jn re Vqeck ai pages ;I2 and 18; the refeitnce to Mer^^^ 
Biocraft ai page 27). Ho>yever, it is believed that inqst of the .Appeal Brief is: othCTwise in 
compliance Avith current U:S. patent law and practice, 

hi sununary^ Appellant does not concede that & prima facie case of obviousness has been 
established for any of the appealed rejections; and unexpected results md commercial success 
exist for the claimed inventibri; Despite the Examiner's Answer^ Appellant respectftdly 
miamtains the outstanding xejectioiis under 35 U.S.G. § 103 should be reversed. The Examiner 
has not given sufficient and proper reasons as to why the skilled artisai^ confronted vyith the 
same problems as the jnyentor and with no knowledge of the claimed invention^ would select the 
elements from die cited prior ait rcferences for a CQmbination(^^ in the nianner claimed. Further, 
the experimental data; of rjecord shows that the results that are unexpected and more than what 
could be predicted. 



Conclusion 

For the reasons adymced abovejii is^ submitted that dljcl appeal in, 

this application are allowable. The Exaitimcr -s A^ rebutted Appellants' 
position. 
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Accordingly, fayorafcile c|>iisidcnit|oii and revenal by the Honorable Board of 
Patent Appeals and Interferences of this Exaiitfinerts rjejectijons under 35 tJ>S^C* .^ i03(a) of 
claims 1, 2* 4, 6, 7, 9 and llTl6 arc respectfully^ solicitied* The! rcjections of tbe Examiner 
are without basis, and isliould be reyersed^ 



If necessary, ther Commissioner is thereby authorized iii .thiSj, cpncurr^t, aiid fiiturC; 
replieSj to charge payment or <»e(Ut any py^ipayment to Deposit Account No. 02-2448 for any 
additional fees required under 37 C-F-R- §§1.1 6: or 1.17; psuticularly, extbnsion -of timefe^. 



Dated: October 2, 2007 Respectfully sfubmittedi 
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BlRiCH, SITEWART. K0Li^CH & BIRCH^LtP 
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P.O. Box 747 

Falls ehuiehi Virginia 22040-0747 

(703);20S-8000 

Attorney for 4ppelliani 
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